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1. SCOPE

Intellectual property issues surface at many levels in institutional research and technology transfer.  The goal of this monograph is to cover the fundamentals of intellectual property, and how they relate to institutional research.  Our goal is not to cover the fundamentals of institutional research nor to cover the fundamentals of technology transfer.  Those subjects are covered in other sessions.   Rather, we will explore the issues that arise at the interface between intellectual property and university research.  Of necessity we will discuss sponsored research contracting issues as they relate to intellectual property.  Not necessarily how to do university research contracting, but why we do it the way we do.

For those who may be just starting in this business, this monogram will first discuss the basic definitions and qualities of intellectual property, for a basic understanding is necessary to understand the research related issues.

I.  
THE BASICS
A.
THE GENESIS OF INTELLECTUAL PROPERTY.

While there are many property interests that are non-tangible, such as privacy rights and the right to the use of one's own likeness, those intangible property rights which are generally grouped in the category of intellectual property are primarily four:


Copyrights


Patents


Trademarks


Trade Secrets

These four intangible property interests typically receive the appellation Aintellectual," because they are perceived as being derived from the intellect, from research and analyses, from careful planning, the result of hard work.  And so, our discussion will focus on these four areas of intangible property interests all of which can be, and generally are, quite valuable.

Patents and copyrights were known in England prior to the colonization of the ANew World," and the concept was embodied in our Constitution in Article I, Section 8, as one of the powers reserved exclusively to Congress, at Clause 8:

[Congress shall have the power] To promote the Progress of Science and Useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries. . . . 

This section of the Constitution is the basis from which the law of copyright and the law of patents derives.  One of the first acts of Congress after the creation of the new republic was to create the patent office.  Thus, patents and copyrights have been a part of our law since the United States was founded.  Patents and copyrights are exclusively within federal jurisdiction and federal law, and the states are pre-empted from enacting their own copyright or patent laws.  The statutory embodiment of copyright law is contained in Title 17 in the United States Code, while the patent law is contained in Title 35.

Trademark and trade secret law, on the other hand, are primarily products of the states, and the common law.  However, as permitted by the commerce clause, and to alleviate and/or address certain issues affecting interstate commerce, there are a number of federal statutes dealing with trademarks and trade secrets.  Principal among those, of course, is the federal registration procedure for trademarks handled by the U.S. Patent and Trademark Office.  There is a significant statutory scheme known as the Trademark Act of 1946, also known as the Lanham act, which is contained at Title 15 of the United States code.  There is, of course,  a body of federal case law regarding trademarks, what can be trademarked, and what constitutes trademark infringement.  However,  because the federal government does not have exclusive powers in this area, most states also have statutes concerning trademarks and the rights therein.  In the modern era, the most valuable marks are used in interstate commerce, and are registered with the federal Patent and Trademark Office, so most infringement actions of note are handled in the federal court system.

B.
COPYRIGHTS.

1.
What is Copyright?

As stated in 17 U.S.C. '102, Acopyright protection subsists in accordance with this title, in original works of authorship fixed in any tangible medium of expression. . . .@ Thus, a work is subject to copyright, that is the author owns the copyright to the work and a copyright applies to the work, as soon as it is created and is in some tangible fixed form.  Handwritten or typewritten on paper, or saved on a computer disk or CD constitutes "fixed in a tangible medium of expression."  To qualify for copyright, the work must be an "original" work meaning that the author must have created the work, and that it also must also be original as that term has been defined over the years.  Which in reality means that work that is not merely a copy of an existing work, and that there is some Aauthorship@ associated with the work, so that the work represents some original effort.  For example, mere forms, like those that collect names and addresses, are not copyrightable because there is no original authorship in selecting commonly requested information.  Similarly, the telephone book, with its alphabetical listing of names and numbers has been held to be not sufficiently Aoriginal@ to be copyrightable, since an alphabetical listing is a common way of listing data associated by names.  It has been held, however, that the Acriss-cross@ directory was sufficiently original to be copyrightable.  A criss-cross directory is one in which the telephone numbers are listed by street address, rather than by name of the subscriber, and as there is a certain amount of work and originality in arranging the data, a court held that this was sufficiently original to be copyrightable.

So long as the work is original to the author, it has copyright.  Therefore, an author marooned on an island who had never seen, read nor heard of the book "Moby Dick," who wrote an identical novel, would be entitled to the copyright on that author's creation.  The author would have a copyright to his "Moby Dick" novel even though it was identical to Herman Melville's version, because it would be the author's original work of authorship.  Not likely to happen, but illustrative of what it means to be "an original work of authorship."

2.
What is Copyrightable?

What is copyrightable is the expression of the idea within the copyrighted work, rather than the idea itself.  Thus one can write a novel about a detective assisting a client find a rare artifact, and as long as the author does not use the same characters and copy precisely the same plot line and story scheme, the work is "original," and does not infringe on the copyright for the Maltese Falcon.  So long as a work is original, it will be subject to copyright, and in addition, will not infringe on the copyright of others, even if the storyline is similar.   If that were not the case, there might be only one Danielle Steele novel, and no new detective stories, except those with Sam Spade as the lead character.

Facts and information are not themselves copyrightable.  Thus, multiple newspapers can write a story about a major disaster, and report the same facts and circumstances and describe the events in similar ways.  Multiple newspapers can list closing prices of stocks, or other financial data.  A researcher can research various statistical data and combine that data into a new article being written by the researcher and the new article would be entitled to copyright, even though it consisted primarily of data that was previously published.  The expression of that data,  the manner of arrangement, the choice of what data is to be included and the overall organization and presentation is, however, copyrightable, even though the specific content itself may not be.  Bloomberg Financial Services can protect its investment in the manner in which it organizes and presents the data it provides to its clients by copyright, even though that data is primarily factual.  Although the facts themselves are not copyrightable,  a third party cannot simply download the screens as organized by Bloomberg and utilize the screens and data organization in the same format without violating Bloomberg=s copyright.  The data itself could be used, but not the specific organization and layout.

One of the early battles over computer software copyright was the issue referred to as the Alook and feel@ of the programs.  Though competing programs were written independently, so the software itself did not infringe the copyright of a predecessor, programs were often written to work like, and look like popular competitors.  A new spreadsheet program, even though written independently, and even though slightly different from its competitor, might be designed to look and function much like a competitor.  To the extent that the "look and feel" could be the subject of copyright, copying the "look and feel" could be a violation of copyright.

3.
Subject Matter of Copyright.

Not everything "authored" is copyrightable.  Title 17, '102 enumerates those things that are now copyrightable:

' 102. Subject matter of copyright: In general (a) Copyright protection subsists, in accordance with this title, in original works of authorship fixed in any tangible medium of expression, now known or later developed, from which they can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device. Works of authorship include the following categories:(1) literary works;(2) musical works, including any accompanying words;(3) dramatic works, including any accompanying music;(4) pantomimes and choreographic works;(5) pictorial, graphic, and sculptural works;(6) motion pictures and other audiovisual works;(7) sound recordings; and(8) architectural works.(b) In no case does copyright protection for an original work of authorship extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work.

It is today a fairly comprehensive list which includes most of the things we would expect to be copyrightable, a list that has grown over the years.  When copyrights were first created, only literary works and maps and charts were included among the items that could be copyrighted.  Neither dramatic works, such as stage plays, nor musical compositions were included, perhaps in part because at that time ( the late 1700's)  there were few original musical compositions or plays originating in the United States.   Later, musical compositions, which were basically the sheet music,  were added to the list.  Photographs were added not long after photographic technology was developed, as were motion pictures.  Sound recordings, which are now subject to copyright, were only added to the list in 1972 in response to the proliferation of portable cassette recorders that made copying of sound recordings practical and widespread.  Prior to that time, one could make multiple copies of records without violating rights of the performing artist or record producer, though the holder of the copyright to the underlying musical composition would require compensation.

4.
What Rights Are Owned by the Copyright Holder?

Copyright bestows certain exclusive rights on the author or copyright holder.  Today works are copyrighted from the moment of creation, it is not necessary that they be published, nor is it necessary that the work display a copyright notice.  The requirement of a copyright notice was dropped in 1989, although a copyright notice is still recommended and is a good idea.  Copyright attaches to the work automatically and belongs initially to the "author" (typically the creator of the work, but also the employer or commissioner in a "work made for hire").  Registration of the copyright with the U.S. Copyright Office, a division of the Library of Congress, is a separate step, and is not necessary to have copyright.  Registration of a copyright however does confer certain additional rights upon the author, such as the right to obtain statutory damages for a breach of copyright, and access to the federal court for copyright infringement.  Copyright of works of  commercial value intending to be published and distributed should be registered.

Copyright itself is really a bundle of rights, which are listed in 17 U.S.C. '106:

' 106. Exclusive rights in copyrighted works Subject to sections 107 through 122, the owner of copyright under this title has the exclusive rights to do and to authorize any of the following:(1) to reproduce the copyrighted work in copies or phonorecords;(2) to prepare derivative works based upon the copyrighted work;(3) to distribute copies or phonorecords of the copyrighted work to the public by sale or other transfer of ownership, or by rental, lease, or lending;(4) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other audiovisual works, to perform the copyrighted work publicly;(5) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, graphic, or sculptural works, including the individual images of a motion picture or other audiovisual work, to display the copyrighted work publicly; and(6) in the case of sound recordings, to perform the copyrighted work publicly by means of a digital audio transmission.
Not all items subject to copyright receive the entire bundle of rights.  For example, sound recordings have had reproduction, or copy protection since 1972, but were not given public performance rights protection at that time.  Thus, one could play a sound recording publicly say in one=s store or business, without having to compensate the sound recording artist.  Musical compositions, which received copy protection in 1831, were granted  public performance rights in 1897, so the public playing of a sound recording would still require obtaining rights from the composer, but not from the performance artist (or record producer).  This dichotomy was in part due to the fact that there was an entire industry, radio, that was in existence when sound recordings were given copyright protection, which is based on a business model that did not include compensation of the sound recording artist.  Also, the "evil" addressed by the change, was the proliferation of copying of sound recordings because of the development of the inexpensive cassette tape recorder.  And so, sound recording received protection against copying, but not against public performance.  By the mid nineties, digital recordings had become ubiquitous, and were easily downloaded and transmitted across the Internet.  Thus, in 1995, with later amendments in 1998, Congress added subsection 6, granting sound recordings digital public performance protection.  Traditional radio broadcasts were not affected. 

For one to understand what rights an author or owner of copyrights has, one must not only look to the work involved, but also to the rights granted to that work, and also to the time frame in which that work was created.

5.
Who is the Author?
Typically, the author is the original creator of the work.  However, under the doctrine known as the Awork made for hire@ doctrine, which is defined in 17 U.S.C. '101, the definition section, and then discussed with regard to ownership in '201, an employee who performs services for an employer which includes the creation of the work in question is deemed to be the Aauthor of the work,@ even though the employee actually created the work.  The term "author" carries certain important distinctions because authors retain certain rights to their created works even if they have assigned the copyright to another.  That is, authors have certain rights which they retain no matter what the status of the ownership of the copyright.  Therefore, the employer's rights as the "author" of the work, are greater than if the employer were assigned the copyright from the employee, with the employee being deemed to be the author.

Certain works that are specially commissioned can also be a work made for hire.  There must be a written agreement that specifies that the work will be a work made for hire, and the work must be included within that group of works enumerated in '101 that qualify to be a work made for hire.  If a work is being specially commissioned, and is to be a "work made for hire," it must be recognized that since not all works qualify as a work made for hire, it is always wise to include a separate assignment of copyright in the agreement.

6.
Fair Use

As the genesis of copyright is in the Constitution and its purpose is not to enrich authors but rather to promote the progress of science and the useful arts, the common law doctrine of Afair use@ has arisen which allows the use of copyrighted material without the permission of the copyright owner for certain purposes and in certain circumstances and in certain limited amounts.  This doctrine of fair use was codified in the code at 17 U.S.C. '107, in 1976 when the copyright statute was substantially amended:

' 107. Limitations on exclusive rights: Fair use 

Notwithstanding the provisions of sections 106 and 106A, the fair use of a copyrighted work, including such use by reproduction in copies or phonorecords or by any other means specified by that section, for purposes such as criticism, comment, news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an infringement of copyright. In determining whether the use made of a work in any particular case is a fair use the factors to be considered shall include--(1) the purpose and character of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes;(2) the nature of the copyrighted work;(3) the amount and substantiality of the portion used in relation to the copyrighted work as a whole; and(4) the effect of the use upon the potential market for or value of the copyrighted work.The fact that a work is unpublished shall not itself bar a finding of fair use if such finding is made upon consideration of all the above factors.

 
Prior to that codification, fair use was contained in the common law in court decisions.  Although the statute now codifies fair use, the intention was to not change the common law, but rather to bring fair use into the statute and provide a description of how fair use is determined, without enumerating fair use specifically.  

Fair use is a balancing test.  It is a four-pronged  test and in determining whether a use is fair, the four elements must be considered.    The nuances and complexity of fair use are beyond the scope of these materials, but a more detailed analysis can be found in "THE STATE OF FAIR USE IN ACADEMIA TODAY," Wesley D.  Blakeslee, NACUA, November, 2003. [available at http://counsel.cua.edu/copyright/publications/blakeslee.cfm]

C.
PATENTS.

Patent law has its genesis in the same section of the United States Constitution as copyright law, but the statutory and common law pertaining to patents has developed quite different from that of copyright. 

1.
Patent Basics.

A patent is a grant from the Federal Government to the patent holder.  Often a patent is described as the right to make or practice an invention, but that is incorrect.   A patent confers on the patent holder only the right to exclude others from making, selling or using the patent holder's invention, as stated at 35 U.S.C ' 154:

' 154. Contents and term of patent; provisional rights (a) In general.(1) Contents. Every patent shall contain a short title of the invention and a grant to the patentee, his heirs or assigns, of the right to exclude others from making, using, offering for sale, or selling the invention throughout the United States or importing the invention into the United States, and, if the invention is a process, of the right to exclude others from using, offering for sale or selling throughout the United States, or importing into the United States, products made by that process, referring to the specification for the particulars thereof.(2) Term. Subject to the payment of fees under this title, such grant shall be for a term beginning on the date on which the patent issues and ending 20 years from the date on which the application for the patent was filed in the United States or, if the application contains a specific reference to an earlier filed application or applications under section 120, 121, or 365(c) of this title, from the date on which the earliest such application was filed.

It is important to understand that a patent does not grant rights to the patent holder to produce or manufacture the product, it only imbues the patent holder with the right to exclude others from doing so.  It is entirely possible that producing a product under a patent grant could infringe upon a prior patent, a relatively common occurrence.

Patents are divided into three categories: utility patents, design patents and plant patents.  Utility patents, the most common, cover those things that are commonly thought of as inventions, when patents are considered.  Utility patents cover mechanical devices, processes, and the now popular business method patents.

Design patents may be granted to any person that has invented any new and non-obvious ornamental design for an article of manufacture.  The design cannot be functional, that is, the design must be purely ornamental.  Plant patents are granted to persons who have created a new variety of asexually reproduced plant (plants produced by means other than from seeds).

  These materials will discuss utility patents, although much of the discussion will apply to design and plan patents as well.  Patents are issued by United States Patent and Trademark office, the same office which examines and grants trademark applications.  The patent process requires a thorough examination by the Patent and Trademark Office,  is expensive, costing between five and twenty thousand dollars or perhaps more, and it is lengthy, typically taking between eighteen and twenty-four months.

2.
Patent Requirements.

For a utility patent to be granted, the discovery sought to be patented must be new, useful and non-obvious.  Usefulness is a relative term.  Things that are merely amusing can be useful.  Thus, a patent was granted for a beanie with a propeller on top which was equipped with a tube into which the wearer could blow causing the propeller to spin.  So the object does not have to be useful in the sense of performing some useful work.

The object must also be novel in relation to the prior art in the field.  Prior art refers to information publically available prior to the alleged discovery by the inventor.  This information can include existing patents, publications of all types, including scientific and other journals, and items already in use.

The new invention must also be non-obvious to a person of ordinary skill in the field.  Thus, if one designed a braking system for an automobile that used half-inch tubing to carry the brake fluid, it is very unlikely that the same design with one inch tubing would be non-obvious One skilled in the field would understand that different sized tubing can be used to transmit the brake fluid, and achieve the same result.

The "non-obvious" requirement is treated virtually identically to the "new" requirement in that prior art is used to determine what might be obvious to a person skilled in the art.   There may be some exceptions, but typically such things as expert testimony or affidavit is not usually persuasive to the Patent Office.

3.
Patent Application and Ownership.

There is no correspondent Awork made for hire@ doctrine applicable to inventorship of patents.  An employee who creates an invention within the scope of his or her employment is the inventor.  Since a patent application must be filed and attested to under oath by the inventor (although there are certain exceptions), effective ownership of the patent to an invention is with the employee.  Often employers have a specific written agreement or policy, which requires the employee to assign the patent to the employer, but the employer is not deemed the inventor in the same way that the employer is deemed the author under copyright law.  Regardless of that assignment, the employee is always considered the inventor, individually.  Since the inventor must apply for the patent, most patents are signed by the individual inventors, rather than their employers.  Quite often, however, the inventor assigns the invention to the employer simultaneous with filing the patent application.

There are two types of utility patent applications, provisional and non-provisional.  A provisional is less formal, contains no claims and there is a moderate filing fee.  Filing of the provisional establishes an early effective filing date, but the inventor must file a standard or non-provisional patent application within 12 months of filing a provisional application.  No examination of the provisional application is done by the patent office, it is merely a place holder of sorts.

Until the duration of patents was recently changed, patents were valid for 17 years from the date of issuance, but the patent had priority from the date of filing.  This system had some problems since a patent application could be amended numerous time, thus delaying the issuance of the patent.  It was possible, (which on at least one occasion occurred) to join later developed technology into a patent application by amendment, and have the patent when subsequently issued take priority over technology later developed by others.  In part to resolve this problem,  by amendment passed in late 1994,  the duration of patents was changed so that patents are now valid for 20 years from the date of filing.  The date of filing is measured from the first date of filing of the non-provisional (or full) application.  Priority still relates to the date of filing, but if numerous amendments are made that delay the issuance of the patent, those amendments will not delay the expiration of the patent.

4.
Inventorship.

Inventorship is an important concept since the inventor, and all joint inventors must apply and must sign the patent application, and since the application must properly disclose the identity of the inventors.  A patent, even after issuance, can be deemed invalid if the patent does not properly identify the inventors, or does not list the joint inventors.  S. W. Farber, Inc. v Texas Instruments, Inc. 211 F Supp 686, 135 USPQ 394 (DC Del 1962,)  Naming persons who are not inventors is equally incorrect as naming too few.  Therefore it is important to determine who provided the inventive ideas, and only those who are truly inventors should be so listed.  Thus, if a student is truly the sole inventor, it would not be proper nor wise to list the instructor as a co-inventor, even if the invention arose from a class project.

D.
TRADE SECRETS.

1.
Definition and Governing Law.

A trade secret is any information (including a formula, pattern, compilation, program, device, method, technique or process) that is known by a person or a company, and is not generally known to the public, that provides economic value or an economic advantage.  Trade secrets can include information which is presently valuable or which is potentially valuable.  To be protectable as a trade secret, the owner must use reasonable methods to maintain its secrecy.

Trade secrets are generally protected by state law, both statutory and case law.  Although there is no specific federal trade secret law, the Federal Economic Espionage Act criminalizes theft of trade secrets.  In 1979,  the Uniform Trade Secrets Act was drafted by the National Conference of Commissioners on Uniform State Laws, who envisioned that each state would adopt the act.  Many states did, but virtually all revised the draft version, resulting in great variance among states laws concerning trade secrets.

2.
What Can Be Protected?

Most state statutes do not list specifically the types of information that can be protected, and thus nearly any kind of information qualifies for trade secret protection, so long as it fits the definition of a trade secret.  Thus if the information provides economic value to its owner and would be valuable to competitors if known by them, and if the owner takes reasonable steps to protect it, the information likely qualifies as a trade secret.

There are a number of factors, none of which are dispositive, considered in analyzing whether information qualifies as trade secret: 

a.
 the extent to which the information is known outside of the business,

b.
the value of the information to the company and its competitors,

c.
the efforts expended in developing the information,

d.
the ease with which other companies could develop the information,

e.
the extent to which the information is known within the company,

f.
the extent and measures taken to protect the secrecy of the information.

A trade secret is protected only so long as it is secret.  A competitor who discovers the trade secret either by accident or by studying the product and determining the secret in that manner, is free to use the trade secret.  Thus, the legal protection of trade secrets is limited to enforcement against those who wrongfully obtain the secret, such as by employee theft or other nefarious means.  In fact, a large percentage of trade secret litigation involves allegations of former-employee improper use, often for their own businesses.

3.
Other Protections.

Many of the things that can be protected by trade secret law might also be patentable.  A decision therefore must be made by the owner as to whether to try to maintain the secrecy of the item or seek patent protection.  A number of factors will be important in making that decision.  First, duration of patent and copyright is limited.  A trade secret, if it can be maintained as secret, can be valuable for an indefinite period of time.  The formula for Coca-Cola7 is a good example of a secret kept for more than one hundred years.

One factor that will be important is whether the trade secret, when included in goods that are being produced, can be easily discovered.  If a competitor can purchase and "reverse engineer" the product and discover the secret, patent law may provide better protection.  Having a trade secret protects against a competitor wrongfully obtaining the secret, such as by employee theft, but the owner has no right to prevent others from using the secret if they discover it on their own.  Reverse engineering is a permissible method of discovering a trade secret (in the absence of an agreement prohibiting same, as is present in many software licenses).  Patents, on the other hand, give the owner of the patent the right to preclude others from making or practicing the invention, but the right lasts only 20 years from the date of filing of the patent.   Therefore, if the secret can be protected, and is not easily discovered,  trade secret protection may be the best option.


E.
TRADEMARKS.

1.
Definition.

A trademark is any  word, name, symbol, device or combination that is used to distinguish one's goods, products or services from those of another.  Trademarks are symbols used by businesses to identify their products and services.  The term "trademark"  is often used generically to describe all of the types of marks used in a variety of ways in business, but to be precise,  trademarks are actually divided into four categories.

 A trademark is technically a mark used in connection with tangible goods or products, such as tangible results of manufacturing.  Pontiac7 is a trademark for passenger automobiles. When the mark is used to refer to services or intangible activities performed, it is technically known as a service mark.  Burger King7 is a service mark for restaurant services.  Whopper7, however, is a trademark for the particular hamburger that it describes.  A trademark or service mark used by members of a cooperative, association or other collective group is known as a collective mark, and a certification mark is a mark used by a person other than its owner to identify quality, accuracy or some other characteristics of goods and services such as the mark allowed by the Underwriters Laboratories for electrical products that meet UL's requirements.  For simplicity, we will use the term "trademark" in its generic sense.

Trademarks and service marks are not the same as business names, although a business name can also be a trade or service mark.  Quite often the corporate name is not directly used in the name of the product, and does not appear in the service or trade mark.  For example, Pizza Hut7 is the service mark originally used by Pizza Hut Incorporated, and so the mark originally reflected the company name.  Now, the Pizza Hut7 business is a part of Pepsico, Inc.

2.
How Rights Are Acquired.

Unlike many countries, in the United States, neither the federal nor state governments create the rights in trademarks by registration.  In the United States, rights to the use of a trademark arise by use of the mark not by registration.  Because trademarks are not within exclusive federal jurisdiction, many states provide for the registration of trade marks.  The federal government, through the Patent and Trademark Office, provides for federal registration of marks used in interstate commerce.  Virtually every state also provides for state registration of trademarks.  The registration of a mark, whether federal or state,  does not confer any rights on the owner to use the mark.  The rights in marks and their priority arise through actual use.

A person who uses a mark in commerce acquires rights to continue to use that mark for the type of business and in the geographic  area where used.  That right of use extends only to the type of goods or services offered, and only to the geographic area in which used.  That right gains priority in time, so that a later entry into the market cannot use the same mark for the same business in the same geographic area.   For example, a business that begins using the term "the Walrus" for its giant hamburger, in Pennsylvania in 1960, would acquire rights in Pennsylvania, by use.  Another hamburger stand could use "the Walrus" in California, even if they began in 1970.  If the original Walrus entered the California market in 1980, the California Walrus from 1970 would have priority.

3.
Federal Registration .

On the federal level, trade marks are registered with the federal Patent and Trademark Office.  Federal statute, Title 15 of the United States Code, governs, in general, federal trademark law.   To register a mark, the mark must be used in commerce.  However, since 1989, the trademark office began accepting "intent to use" applications, in recognition of the cost of rolling out a new trademark.  By filing an intent to use application, the filer can get review and acceptance of the mark by the trademark office in advance of use.  Registration, however, does not actually occur until the registrant files proof of actual use in commerce.  Use is required within six months of filing the intent to use application, though extensions of that time may be granted.

Although rights of use are gained through use, Federal registration confers certain benefits.  First it provides a nationwide presumption of priority for use of the mark from the date of registration.  For example, if Rexonn is registered as a federal trademark, by a company using the mark to do business primarily on the East Coast, which then begins doing business on the west coast it would have a presumption of priority to use the name from the date of registration.  However, someone using the same name in the same business in California before my registration and who could prove that, can overcome the presumption.  Our relative rights would be determined by our respective uses of the marks.   The California user may have priority in the county where used, but could not thereafter expand beyond their geographic use.

Another substantial benefit of registration is the right to bring an action in federal court for infringement, and the right in some cases to obtain treble damages for willful infringement.  Registration confers the right to use the registration symbol (7)., and the right to block the importation of infringing goods into the United States. 

4.
What Marks Can Be Protected?

A trade mark can be any word, symbol, device, design or combination that is used to identify and distinguish one=s goods.  Words which are be made up, like Kodak7, numbers and letters or combinations, such as 84 Lumber7, or designs such as the Nike "swoosh" mark.  Fragrances can be trademarked but not if the product is known for the fragrance or the fragrance is a part of the usefulness of the product.  Thus, a floral fragrance was allowed as a trademark for thread, but would not be allowed as a trademark for a perfume or room deodorizer.  Sounds can be marked such as the famous NBC three note chime or the "Intel Inside" series of notes.  Shapes can be registered as long as the shape is not functional.  Thus, the shape of the original Coca-Cola bottle is registered as a trademark since the shape does not provide any additional function to the bottle.  Colors can be trademarked so long as the color is not functional.  Owens Corning has been allowed to register the color pink as a trademark for its insulation because there is no need for insulation to be colored pink, but bright yellow and orange was refused for public telephones because those colors enhanced visibility and were therefore functional.  An emerging field is the registration of moving images such as the Microsoft spinning globe and more along those lines are expected in the future.

5.
Trade Dress.

The overall packaging, design and configuration of a products presentation is protectable as its trade dress.  Pizza Hut buildings consist of a number of elements protected directly as trademarks, but the overall shape and design of a Pizza Hut with its trapezoidal windows is protected by the rules of trade dress.

6.
Exclusions From Trademark Protection.

Certain marks, or more properly classes of marks, described at 15 U.S.C. 1052, are not entitled to registration.  For example, deceptive trademarks are not allowed, so "Maid in Paris" was not permitted for a perfume that was not made in Paris, because France is known for perfumes.  (The tricky spelling was no help.)  Disparaging matter is not permitted, and formed the basis under which a group of Native Americans sought a de-registration of the federally registered trademark used by the Washington Redskins.   Had they been successful, the mark would not have been federally registered but the Redskins would have been able to continue to use the mark and would have been able to continue to prevent others from using it pursuant to common law from which trademark rights derive.  Scandalous marks are not permitted, prompting an individual to oppose certain trade marks sought by O.J. Simpson, alleging that O.J. was a wife beater and murderer, i.e. scandalous activities that would be promoted by the marks.  Government insignia, names, portraits or signatures of living persons (without their consent) also cannot be used as trademarks.

Marks that are merely descriptive cannot be registered.  So that for example, the mark AMountain Camper@ used in connection with outdoor equipment was refused registration as being merely descriptive of the services offered under the mark.  However, if a mark can achieve secondary meaning through use, it might then be recordable and registerable as a trademark.  Thus if the AMountain Camper@ company could become well known under that name for the particular services provided, a trademark could be granted.   This illustrates the fact that a mark may not only be used  without registration, it may well be protectable as a trademark even if not subject to registration. 

F.
CONFIDENTIAL INFORMATION.

Confidential information is quite akin to trade secrets, though not all confidential information fits entirely the trade secret definition.  Confidential information, such as a research subject's medical history, though not a trade secret as a secret manufacturing process would be,  is just as, and in some instances more, protectable by the owner.  While business confidential information can usually be fit within the trade secret definition, business confidential information, even if it does not rise to the level of a trade secret, can still be protected by the owner.  The owner has rights to the owner's confidential information and can protect that information from disclosure.

When educational institutions work with outside entities, both seek to protect their confidential information.  In the absence of any other agreement, usually as part of the initial disclosure made to determine if a relationship will be entered, an non-disclosure agreement will be executed.  Sponsored research agreements and technology transfer agreements typically will address confidential information exchanged between the parties.

II.
INTELLECTUAL PROPERTY AND UNIVERSITY RESEARCH
A.
OWNERSHIP ISSUES.

Universities, although many are as much "big business" as those corporations that make the Fortune 1000 list, function very differently than commercial business enterprises, particularly in the relationship between faculty and researchers and the employing institution.  Commercial businesses who employ scientists and engineers, generally require those scientists and engineers to sign written agreements which require the assignment  to the employer of all intellectual property developed by the employee.  Commercial businesses also often require their critical personnel, including scientists and engineers, to sign non-compete agreements as well as agreements pertaining to the protection of trade secrets.  Such agreements are virtually unheard of in the university setting.

Faculty members rarely sign written employment agreements, they are typically hired under a letter of appointment, which they may or may not be required to sign.  Issues or ownership of intellectual property are typically governed by policy rather than by written agreements.  Thus, most educational research institutions, where the creation of patentable inventions is a regular part of the work and duties of faculty, typically have an intellectual property policy which governs the right of the institution to have patentable inventions (and other intellectual property) assigned to the institution by the inventing faculty or staff.  Where the institution has the right of assignment, the policy usually provides for a distribution of revenue obtained from such invention among the institution and the inventing faculty members.

Educational institutions treat copyrightable creations of their faculty quite differently.  Traditional works of faculty authorship, such as books that might be written by the faculty and journal and other articles in scholarly publications, are usually allowed to be owned by the faculty member.  Since faculty are free to write more or less as they please and about what they please, such writings might not fit precisely into the Awork made for hire@category, although certainly at the top institutions quality publications are a yardstick by which faculty may be measured for promotion, tenure or other benefits.  However, traditionally, educational institutions allow their faculty to own copyright to such writings.

Thus, at an educational institutions, one must look to the policy and practices of the institution to determine ownership of intellectual property developed at the institution, before looking to other areas of the law to try to determine ownership. 

B.
PRIVATELY SPONSORED RESEARCH.

Much research done at educational institutions is funded by foundations and corporations.  The typical purpose of this research is the advancement of knowledge, with the hope and expectation that the research will lead to some discovery, and perhaps the creation of valuable intellectual property.  Certainly the creation of valuable intellectual property is a prime motivating factor for commercially sponsored research at educational institutions.

Sponsored research should always be done pursuant to a written agreement that not only describes the work, but also deals with intellectual property issues which may arise.  The relationship of the parties and the rights in intellectual property will be governed by the sponsored research agreement signed between the institution and the sponsoring body.  Intellectual property created or produced must be carefully handled, and the agreements must be clear, as numerous problems can be presented.

1.
Publication.

Research at educational institutions generally has a primary mission of the advancement of science.  Faculty publication is an important part of the faculty=s work not only to advance the science, but to advance the reputation of the faculty and the institution.  Thus, negotiating rights concerning publication is of utmost importance to faculty researchers.

Many institutions by rule or policy, will not take research work about which they cannot publish.  In fact, most institutions will accept a no restriction on publication of results of research work performed by the institution.  This applies even to such things as drug studies and clinical trials where the commercial sponsor might not want adverse results disclosed.  Although some institutions may be willing to undertake such studies, many will not.  Thus, the right to publish the results of the study and the information generated is an important factor in the negotiation of a sponsored research agreement.

a.
Appropriate Restrictions on Publications.

As discussed, to be patentable, an invention must be new.  To meet that requirement, a patent must be applied for within one year after the invention has been publicly disclosed.  After that time, it is no longer Anew@.  Thus, to the extent that a research sponsor is interested in filing a patent based upon the research, the research sponsor might request a delay in publication to allow a patent to be filed.  Such brief delays may be acceptable, so long as they do not unduly delay the publication.  Typically up to 60 days with a maximum of 90 days delay in publication will be allowed to give a sponsor time to file a patent application.

b.
Confidential Information.

Confidential information may be exchanged or may be provided to the institution by the sponsoring entity.   For example, the formula of a proposed new drug might be a trade secret of the sponsor, and the sponsor will likely not wish that formula to be disclosed in a publication.  It is permissible and acceptable to have a restriction on publication of confidential information.  That restriction, however should take the form only of allowing the sponsor to review and request deletion of material that the sponsor considers confidential.  It should not grant the right to the sponsor to prohibit the publication.  It is critical that the institution be able to publish subject only to the right of the sponsor to enforce its rights against disclosure of confidential information.  For example, the publication clause should provide only that the sponsor may request that confidential information be removed, not that the sponsor must approve the publication, nor that the publication may not be made if confidential information is disclosed.   If there is a disagreement, the institution must be free to publish, subject to suffering the liability and consequences if it is wrong.  Preemption should not be permitted, but of course the sponsor can always go to court to seek an injunction against disclosure of confidential information.

c.
Allowance for Review.

 There is a vast difference between allowing the sponsor to review and even comment on a publication and allowing the sponsor the right to approve the publication.  The right of the sponsor to approve a publication should never be granted since that is tantamount to giving the sponsor veto power over the publication.

2.
Ownership of Data.

Ownership of data creates great difficulty in negotiating the typical university sponsored research agreement.  Sponsors want to own all fruits of the research, including data that may be produced.  The situation is exacerbated when a clinical trial, or a specific testing or analysis is requested.  Consider the situation where an institution is performing a chemical analysis to test the potential efficacy of a planned new drug. The sponsoring entity may believe that all data collected should belong to the sponsor.  More insidious is the clause that merely provides that all data is sponsor confidential.

At first glance, the arguments seem rational.  The sponsor is "paying for" the work, so why should the sponsor not own the data.  The sponsor will argue that it is "giving" the institution ownership of any inventions, but the sponsor should at least own the data.  Their fall back will to try to keep the data confidential, again seemingly rational.  However, there are a number of problems which arise, and logical reasons such requests should not be granted.

We start from the premise that the institution has a mandate to publish, which will be precluded by sponsor ownership.  Then we must be reminded that the sponsor pays only for the labor, not the knowledge and expertise.  Non-profit educational institutions recover their costs only, not a profit on top of those costs.  If the institution was a private commercial concern, it would charge substantially more to be a "contract shop" and to provide the data as requested by the sponsor.  What the institution demands and should receive for the bargain given to the sponsor, is university ownership of the data.  In fact, many institutions have a policy that no work will be undertaken unless the institution owns the data.

Subjecting the income to taxation, which will be discussed briefly later is also a consequence that might arise if the sponsor is given data ownership.

3.
Ownership of Inventions.

Research sponsors, particularly commercial entities, often believe that they have the right to own any intellectual property created as a result of their funding of university research.  Thus, they may propose a contract which provides that they are the owners of any inventions that are created as a result of the work.  They would argue that this is a very reasonable request since they are paying for the work being performed so that they should therefore own the inventions.  Again, this might seem like a reasonable request, but on careful analysis and with an understanding of research done by educational institutions, this request is not so reasonable, and it is in fact reasonable for the university to own the invention.

Universities are non profit.  When sponsors pay for university research, they pay the cost the university incurs in performing the research, which includes the direct remuneration to the faculty members and students and staff performing the research, as well as some amount for overhead which represents the additional expenditures that the university makes to support the research, over and above direct compensation.  Overhead includes such things as the cost of university administration, the building cost, heat and light, etc.  Therefore, while it is correct that the sponsor has paid for the labor cost to do the work, sponsor has really not paid anything extra whatsoever for the benefit of the intellectual property or the benefit of the knowledge of the persons performing the work.  If the institution were a private laboratory, it would charge sufficient additional funds to make a profit on its work.  In such context there may be a better argument for ownership of inventions by the sponsor.  However, in a university context, it is fair and reasonable that the university own the inventions.

There is also another very important reason that the sponsored research agreement provide for university rather than sponsor ownership of intellectual property created.  If the university is simply hired as a research facility where the fruits of that research belong totally to the sponsor, then the university is viewed as simply performing commercial work. Universities receive certain tax benefits.  The buildings in which they operate are tax free.  The universities often use tax free revenue bonds to build the buildings in which they operate.  If a sponsor could hire a university to perform its research and in the contract provide sponsor ownership of all the intellectual property developed, that would be no different than the sponsor doing the research in its own laboratories.  except the university cost is much less since the university does not have to pay taxes on its buildings and can fund those buildings with lower rate tax free financing.

In order to prevent just such abuses, the tax laws address such circumstances.  Income received by a university in a situation where the university is just a research contract shop may be subject to taxation.  Such research is viewed as commercial work.  The rules applicable to tax free revenue bond funding severely restricts the percentage of such funded structures that can be devoted to commercial use.  Exceeding the limits can make the interest payable on the bonds subject to tax, which has severe consequences to the university.

Thus, providing for proper ownership and control of patentable inventions and data, is of paramount importance.

C.
MEETING THE DESIRES OF RESEARCH SPONSORS.

Although as discussed, universities cannot grant outright ownership of intellectual property developed under sponsored research, the sponsors have an understandable interest in being able to obtain that intellectual property.  Thus, the typical sponsored  research agreement provides the sponsor with the option to obtain an assignment of any patentable inventions created through the sponsored research.  This option allows the sponsor a right of first negotiation, and permits the sponsor to negotiate a market rate for the assignment.  The provision must not set the terms of any such license in advance, as to do so runs a foul of many of the tax and other issues discussed previously.  Rather, the agreement should provide that the sponsor has the first right to negotiate for a license to the patentable invention.  The negotiations are left to the time when there is a patentable invention, and not pre-determined at the time the sponsored research agreement is executed.

Often the sponsor will want parameters determined in advance, such a maximum royalty rate.  It is best to resist such provisions.   If the range is broad enough it may be acceptable, but it is also usually meaningless, so why take the risk.

D.
FEDERALLY FUNDED RESEARCH.

Federally funded research is similar to privately sponsored research.  Whether the research be the result of a federal grant, or a federal contract, many of the issues are the same or similar.  The federal government often has a great interest in having ownership to or rights to intellectual property created as part of the research.  For example, if the research involves the gathering of data and information, federal contracts often require that the federal government be given the data so that it can post and distribute it.  The federal government does generally recognize the right of the university to be technically the owner of data and of intellectual property created by the university.

It is often thought that the federal government cannot own intellectual property.  That is a fallacy.  The government can acquire and own intellectual property created and initially owned by others.  Thus, for example, one cannot presume just because documents or data appear on a government website that they are in the public domain.  They may be owned by the federal government, or more likely, they are owned by third parties, who have granted certain rights to the government, but who retain ownership.

E.
SPECIAL PATENTING ISSUES.

Federally sponsored research done by higher education is governed by the Bayh-Dole Act, 35 U.S.C. '200 et seq..  The Bayh-Dole Act was enacted for the purpose of allowing a better and more rapid commercialization of technologies and inventions created as a result of federal sponsorship of university research.  Prior to the Bayh-Dole Act, the government claimed rights to inventions made by universities so that they could be made available to everyone.  Unfortunately, most university research is basic and elemental research, and inventions and products resulting from university research is often a long way from a viable commercial product.

University research, for example, might lead to a patentable invention that results in a promising new drug.  Some estimates of the cost to go from the initial patentable invention to a commercially viable new drug can exceed one hundred million dollars.  The cost of the studies, clinical trials, the additional analysis, the toxicology, and the years and years of continued investment are enormous.  Pharmaceutical companies are not willing to spend that kind of money on a product that other companies can obtain rights to as well.  For that kind of investment, a pharmaceutical company wants an exclusive right to the invention, and this is now available with federally sponsored research because of Bayh-Dole.

Bayh-Dole provides that the universities can retain ownership of inventions created by universities as a result of government funding.  In order to provoke the advancement of science envisioned by Bayh-Dole, universities are required to file for patent protection, and to make efforts to license or develop such inventions. 

To enforce its goals and desires and the principles of Bayh-Dole, for federally sponsored research, the government retains what are known as AMarch-In@ rights, provided by 35 U.S.C. ' 203 which provides in part:

' 203. March-in rights(a) With respect to any subject invention in which a small business firm or nonprofit organization has acquired title under this chapter [35 U.S.C. '' 200 et seq.], the Federal agency under whose funding agreement the subject invention was made shall have the right, in accordance with such procedures as are provided in regulations promulgated hereunder to require the contractor, an assignee or exclusive licensee of a subject invention to grant a nonexclusive, partially exclusive, or exclusive license in any field of use to a responsible applicant or applicants, upon terms that are reasonable under the circumstances, and if the contractor, assignee, or exclusive licensee refuses such request, to grant such a license itself, if the Federal agency determines that such--(1) action is necessary because the contractor or assignee has not taken, or is not expected to take within a reasonable time, effective steps to achieve practical application of the subject invention in such field of use;(2) action is necessary to alleviate health or safety needs which are not reasonably satisfied by the contractor, assignee, or their licensees;(3) action is necessary to meet requirements for public use specified by Federal regulations and such requirements are not reasonably satisfied by the contractor, assignee, or licensees; or(4) action is necessary because the agreement required by section 204 has not been obtained or waived or because a licensee of the exclusive right to use or sell any subject invention in the United States is in breach of its agreement obtained pursuant to section 204.
These rights provide that the government can take action if an invention resulting from sponsored research is not properly being developed by the university or its licensee.  For example, an advocacy group recently asked the NIH to exercise its March-In rights to take control of a patent, and therefore allow others to practice the patent, for an AIDS drug.  The activists claimed that the pharmaceutical company producing the drug pursuant to the license resulting from federally sponsored research was charging too high a price.

While it would be very unusual for the government to exercise its rights based upon the price being charged, the government will, and should, exercise its rights if the technology is not being developed.  It is certainly not beyond imagination that a pharmaceutical company might acquire an exclusive license to technology that could result in a competing drug to a drug already in use and for sale by the pharmaceutical company.  Given no incentive to develop the new drug, (especially if its only benefit would be to cannibalize sales of its existing drug), there may be an incentive to acquire the technology simply to prevent competitors from obtaining it.  In such circumstances, if the technology is created with federal funds, the government could exercise its March-In rights so the invention could be licensed to a third party. 

III.
THE ROLE OF UNIVERSITY COUNSEL
A.
JACK OF ALL TRADES.

University counsel must in some respects be a jack of all trades when contemplating issues of university intellectual property, ownership, sponsored research and technology licensing.  Counsel must be cognizant of and be able to interpret university policies and bring to bear knowledge and expertise and advice concerning those policies.  University intellectual property policies greatly affect the university's ability to acquire and commercialize its intellectual property.  In fact those policies determine what is and what is not university intellectual property versus faculty and staff intellectual property.  

University counsel must also be cognizant of federal statutes such as Bayh-Dole, the rules regarding unrelated business income tax, the rules concerning industrial revenue bonding, and general contract principles, and skills in negotiations.  It is essential in negotiating sponsored research agreements to understand the role of university research, and what benefits the sponsor actually pays for and what is reasonable for the sponsor to receive.  Counsel must also consider the faculty, its issues and benefits.  The number one resource of any business is its employees, and in an educational institution, particularly a research institution, its primary capital is its faculty.  Therefore, policies and procedures which are fair and reasonable, and which attract good faculty to come and stay are beneficial to the institution.  Providing an environment to which the best faculty are attracted greatly enhances the mission of the institution.

However, in order to negotiate a successful agreement, the attorney must not only understand the intellectual property issues, but must also understand the business issues of the sponsor, so that a fair and equitable agreement can be made.

B.
BEST PRACTICES.

It is important to understand the roles played by different intellectual property  in the sponsored research agreement.  Sponsors often want to advertise the fact that they are a sponsor, especially with well-known institutions.  They want to use the university=s name and perhaps trademarks, and it is important to establish carefully thought out policies and terms in the agreement to govern such requests.  In general, institutions should not grant the request to use the institution's name or marks without specific approval in each instance by the institution.

Any sponsored research also typically involves faculty intellectual property.  Faculty usually desire to publish articles concerning the research.  Numerous data, documents and reports may be created as part of the research, and be provided to the sponsor.  Lack of care in providing proper ownership, and the right of future use of such materials to the university can be severely detrimental to the university and its faculty

.

There may be patentable inventions that can be licensed, there may be certain know-how and trade secrets that are available to be licensed, but those may have value only if all of the details are not published, and if rights are protected before publication.  It may be very important to understand the nature of the research and the particular services being performed to determine the best approach.

C.
KNOW YOUR STRENGTHS AND WEAKNESSES.

Not all institutions are large enough to have counsel with expertise in all these areas.  In many institutions, legal counsel must be much more generalist and much less specialist in order to handle the broad range of issues that come to the general counsel=s office.  Intellectual property practice in the institutional research environment can be nuanced and non-intuitive.  Generalities that apply in other areas may not apply because of statutory issues such as Bayh-Dole,  patent law, tax law and intellectual property issues that are not well known, such as the rules of a  Awork made for hire@.  Therefore, it is important to know when to contact the experts.

IV.
CONCLUSION
Knowledge of intellectual property law and its nuances are a fundamental pre-requisite of successfully understanding and negotiating university sponsored research agreements.  Intellectual property law creates the foundation for ownership, which is supported and enhanced by university intellectual property policies.  But successful negotiation also requires an appreciation and understanding of the needs of the sponsor as well, and the ability to articulate the needs and requirements of the university.  In most circumstances, even the seemingly most difficult problems can be overcome, and a successful and profitable arrangement reached which benefits sponsor and institution.
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